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This Q&A provides country-specific commentary on the following standard documents:

Trade mark licence: Cross-border.

Copyright licence: Cross-border.

Patents and know-how licence: Cross-border.

Industrial design right licence (short form): Cross-border.
 

 

Key aspects of intellectual property licensing

Degree of exclusivity

1. Describe what is understood by each of the below terms in your jurisdiction.

Exclusive licence

There is no definition of exclusive licence under the Trade Marks Act 1999 (Trade Marks Act) and Designs Act 2000
(Designs Act). However, a licensor can grant exclusive, non-exclusive and sole licences whose scope is determined
by the terms of the licence agreement.

Under the Copyright Act 1957 (Copyright Act), an "exclusive licence" is a licence that confers on the licensee (or
on the licensee and persons authorised by them), to the exclusion of all other persons (including the owner of the
copyright), any right comprised in the copyright in a work.

Under the Patents Act 1970 (Patents Act), an "exclusive licence" is a licence that confers on the licensee (or on the
licensee and persons authorised by them), to the exclusion of all other persons (including the patentee), any right
in respect of the patented invention.

Non-exclusive licence
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While none of the intellectual property (IP) statutes contain specific definitions of "non-exclusive licence", it is
understood to mean a licence granted by the IP owner under which the owner retains the right to use the IP itself,
and to grant others licences to use the same IP.

Sole licence

The Trade Marks Act provides for the registration of registered users. In this context, the Act allows the registered
proprietor to permit a licensee to use its trade mark either as a sole or non-exclusive registered user. In the former
case, the registered proprietor and the sole registered user are the only persons entitled to use the trade mark in
question.

The Copyright Act and the Patents Act do not expressly define "sole licence". However, a sole licence is generally
understood to mean an agreement in writing under which the copyright owner or patentee and the sole licensee are
both entitled to exploit the copyright or patent within the defined territory.

2. Are exclusive licensees entitled to greater rights than sole or non-exclusive licensees? If yes, describe
what those greater rights are for each type of intellectual property (IP) right, and comment on whether
they can be expressly excluded from the terms of an IP licence.

Trade marks

The Trade Marks Act only envisages sole and non-exclusive registered users (see Question 1).

In the case of a sole registered user, the licensor cannot grant rights to other licensees. However, the rights of a sole
registered user do not restrict the registered proprietor's right to use the trade mark.

Copyright

Under the Copyright Act, an exclusive licensee can use the licensed copyright to the exclusion of all other persons,
including the owner. Therefore, an exclusive licensee enjoys greater rights than sole or non-exclusive licensees.

Patents and know-how

Section 109 of the Patents Act specifies the right of exclusive licensees to bring infringement proceedings.

The holder of an exclusive licence must have the same right as the patentee to bring an action in respect of any
infringement committed after the date of the licence (section 109(1), Patents Act). In awarding damages or an
account of profits, or granting any other relief in any such action, the court must take into consideration any loss
suffered or likely to be suffered by the exclusive licensee as such or, as the case may be, the profits earned by means
of the infringement so far as it constitutes an infringement of the rights of the exclusive licensee (section 109(1),
Patents Act).
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Further, in any suit for patent infringement brought by the holder of an exclusive licence under section 109(1), the
patentee must, unless it has joined as a claimant in the suit, be added as a defendant. A patentee added as defendant
will not be liable for any costs, unless it enters an appearance and takes part in the proceedings.

A compulsory licence granted under section 84 of the Patents Act is a non-exclusive licence (section 90, Patents
Act). Section 110 of the Patents Act lists the right of compulsory licensees to bring proceedings against infringement.
Any person to whom a compulsory licence has been granted is entitled to call on the patentee to take proceedings to
prevent any infringement of the patent. If the patentee refuses or neglects to do so within two months of being called,
the licensee can bring proceedings for the infringement in its own name as though it were the patentee, making the
patentee a defendant. A patentee added as defendant will not be liable for any costs, unless it enters an appearance
and takes part in the proceedings.

In any event, exclusive licensees generally enjoy more rights and privileges than non-exclusive licensees.

Industrial design right

The Designs Act does not define the terms "sole licence", "exclusive licence" or "non-exclusive licence". However,
under the principles of contractual law, an exclusive licensee has greater rights than a non-exclusive licensee,
depending on the terms and conditions of the licence.

A design licensee is allowed to enforce and protect its rights in the same manner as the registered proprietor of the
design.

Most-favoured-nation clause

3. Is it common for a non-exclusive licensee to seek to restrict the terms on which the licensor can grant
licences to third parties to use the licensed IP right, either in or out of the licensed territory (in the UK
this is referred to as a most-favoured-nation clause, see for example Standard document, Trade mark
licence: Cross-border: clause 2.2 and Standard document, Patent and know-how licence: Cross-
border: clause 2.3)?

It is permissible to agree on restrictions to the terms of licensed use. Most-favoured-nation clauses are increasingly
popular in India.

4. Do any particular competition law implications arise in your jurisdiction from the inclusion of a
most-favoured-nation clause in an IP licence? If yes, briefly explain these and comment on whether
any amendments are required to either of the clauses referred to in Question 3 as a result.
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The Competition Commission of India (CCI) is yet to decide any issue in relation to the inclusion of a most-favoured-
nation clause in an IP licence. Such a clause can be examined under sections 3 and 4 of the Competition Act 2002
(Competition Act), which prohibits anti-competitive agreements and abuse of dominant position, respectively (see
Question 39).

Section 3 of the Competition Act deals with anti-competitive agreements and covers both horizontal and vertical
agreements. Typically, an IP licence is a vertical agreement between enterprises at different levels of the
manufacturing or distribution chains (that is, a supply agreement or distribution agreement). A vertical agreement
that causes or is likely to cause an appreciable adverse effect on competition in India (AAEC) will contravene section
3(4) of the Competition Act. Under the Competition Act, vertical agreements are examined under the "rule of reason"
test (that is, by balancing both positive and negative effects arising from the agreement on the competitive landscape
in India).

Further, the conduct of the IP holder in imposing a most-favoured-nation clause can be examined under section 4
of the Competition Act, which deals with abuse of a dominant position. Section 4(2) of the Competition Act sets out
certain practices that, if found to be conducted by a dominant enterprise or a group of dominant enterprises, will
lead to an inference of abuse of dominant position by that enterprise or group.

India's competition law is modelled on EU competition law. Accordingly, the CCI has taken guidance from, and
relied on, EU case law while deciding on domestic issues. India, like the EU and many other jurisdictions, has
a self-assessment regime under which companies must self-assess the compatibility of their agreements with the
Competition Act.

Payment

5. How is payment for a licence of IP rights most commonly structured in your jurisdiction?

The parties are free to agree on any mode or form of payment for a licence of IP rights in India. Payment can be by
way of a fixed fee, royalty, percentage of the licensees' revenue or turnover, periodic payments, and so on.

6. Briefly explain the tax implications for either party of payment being made as:

• Periodic royalty payments.

• Fixed milestone payments.

• A lump sum.
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The tax treatment will be the same for licence fees or royalties regardless of how these are described in the licence
or when they are paid.

Tax implications for a foreign licensor and an Indian licensee

Royalty payments made by an Indian licensee (individual or corporation) to a foreign licensor will be subject to
income tax in India.

If the foreign licensor does not have a permanent establishment (PE) (that is, a presence in India, either physical or
attributed in certain situations), royalty payments will be subject to a withholding tax deducted at source (TDS) of
about 11%. The licensee will deduct the TDS and pay it to the tax department and issue a tax deduction certificate
to the foreign licensor evidencing payment of tax in India. This enables the foreign licensor to claim credit of the
TDS in its home country. India has tax treaties with most of the main economies of the world under which this tax
treatment is specifically recognised.

Generally, the foreign licensor will not have a PE in India. If the foreign licensor has a PE in India, royalty payments
will be included in the PE's Indian income. A PE's net income in India is subject to tax at about 44%.

An Indian licensee must also pay goods and services tax (GST) on royalty payments made to a foreign licensor at a
rate of 18% (for licensing of computer software) or 12% (in all other cases).

Tax implications for an Indian licensor and a foreign licensee

Royalties received by an Indian licensor from a foreign licensee under a licence of IP rights (other than patent rights)
are subject to tax in India as business income on a net-income basis. The tax rates vary depending on the categories
of taxpayers, with the highest rate being about 34%. Royalties relating to patents benefit from a concessional rate of
10%, which is available subject to the fulfilment of certain formalities.

Royalty payments received by an Indian licensor from a foreign licensee are exempt from GST in India.

7. How is interest on overdue amounts usually calculated in your jurisdiction?

In most commercial contracts in India, the interest rate on delayed payment is about 12% per annum. Interest is
calculated from the due date until the date of payment.
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8. What index is used to measure inflation in your jurisdiction (see for example Standard document,
Patents and know-how licence: Cross-border: clause 1.1: Definition of Minimum Royalty)?

The Consumer Price Index (CPI) published by the Government of India is the most commonly used inflation
indicator in India.

Tax considerations

9. What tax charges and tax considerations typically arise on a licence of IP rights? Do these vary
depending upon:

• The type of IP right being licensed?

• Whether the licensor or licensee is an individual or corporation?

• Whether the licensor or licensee is tax-resident?

If yes, explain those variations.

See Question 6.

There is no tax rate difference based on the type of IP being licensed, except for patent royalties received by an Indian
licensor from a foreign licensee, which benefit from a concessional rate of tax.

Tax rates can vary depending on the status of the taxpayer (for example, individual or corporation). Tax rates may
vary depending on the country of tax residency.

10. Set out any amendments necessary to the standard documents below to reflect tax charges and
considerations arising in your jurisdiction:

• Standard document, Trade mark licence: Cross-border.

• Standard document, Copyright licence: Cross-border.

• Standard document, Patents and know-how licence: Cross-border.

• Standard document, Industrial design right licence (short form): Cross-border.
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No amendments are necessary to the standard documents.

Maintenance of the registered IP right

11. Which party is usually responsible for maintaining the registration of a licensed IP right (if it is
registrable), including paying renewal and other applicable fees? Does your answer vary depending
on whether the licence is exclusive, non-exclusive or sole?

The licensor or owner of the IP rights is usually responsible for maintaining the registration of statutory rights,
including payment of renewal and other applicable fees.

12. What are the implications of non-payment of registry fees for a registered IP right in your
jurisdiction?

Trade marks

Under the Trade Marks Act, a trade mark registration is valid for a period of ten years from the date of application,
and can be renewed for further periods of ten years each.

A request for renewal of registration can be made at any time not more than one year before the expiration of
registration of the trade mark (rule 57(1), Trade Mark Rules). If no application for renewal is received, the Registrar
must send, not more than six months before the expiration of registration, a notice in the prescribed form at the
address of the registered proprietor (rule 58(1), Trade Mark Rules).

It is possible to file for renewal on payment of a renewal fee if the actual date of entry of the trade mark on the register
falls within six months from the due date for renewal. If no renewal fee is paid within this period, the Registrar can
issue a notice for removal (rules 58(2) and 58(3), Trade Mark Rules). However, the Registrar's power to remove a
trade mark in these cases is subject to the possibility to restore registration after six months and within one year from
the expiration of registration of the trade mark, subject to payment of a specific fee (rule 60, Trade Mark Rules).

Patents
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The term of a patent granted after the commencement of the Patents (Amendment) Act 2002 is 20 years from the
date of filing of the patent application. The patent must be maintained by paying annual renewal fees, and failure
to do so will lead to the patent being cancelled. However, it is possible to restore the patent by filing an application
for restoration within 18 months from the date on which the patent ceased to have effect. The application must fully
set out the circumstances that led to a failure to pay the prescribed fee. Further evidence may be required from the
applicant, as the Controller General of Patents, Designs and Trade Marks (Controller) may think necessary. The
application is published and open for opposition by any person.

Where the applicant for restoration requests a hearing and the Controller, after hearing the applicant, is prima facie
satisfied that failure to pay the renewal fees was unintentional, the applicant must pay the unpaid renewal fees and
an additional fee within one month from the date of the Controller's order allowing restoration.

Design rights

Under section 11 of the Designs Act, the proprietor of a registered design has copyright in the design for ten years
from the date of registration. This term can be extended by five years.

If the proprietor or its legal representative fails to pay renewal fees, the design can be restored within one year from
the date on which it ceased to have effect. An application for restoration must contain a statement, verified in the
prescribed manner, fully setting out the circumstances that led to failure to pay the prescribed fee. The Controller
may require from the applicant further evidence as they may think necessary. On consideration of the application
and evidence, if any, the Controller will offer the proprietor a hearing (if requested). On hearing the proprietor, the
Controller will allow the application for restoration if they are prima facie satisfied that failure to pay the extension
fee was unintentional.

Licence recordal/registration

13. Can an IP licence be recorded/registered at the IP registry in your jurisdiction? If yes:

• Is this optional or a statutory requirement?

• Is there a timeframe within which a licence must be recorded?

• What are the implications for either party if it is not recorded, within the timeframe or at all?

• Which party typically bears the associated costs?

Trade mark licence recordal

The Trade Marks Act provides for the registration of a licensee as a registered user. Registration is not mandatory,
as the Act defines "permitted use" to include use by a registered as well as a common law licensee (that is, a licensee
using a trade mark with the owner's written consent without recordal with the Trade Marks Office). However, a



Intellectual property right licences Q&A: India, Practical Law Country Q&A w-018-0920

© 2021 Thomson Reuters. All rights reserved. 9

registered user has a statutory right to bring infringement proceedings in its own name as if it was the registered
proprietor, subject to any agreement between the parties. A common law licensee does not have the right to sue for
infringement.

An application for registration as a registered user must be filed within six months from the date of the licence
agreement. If no application is filed within six months, the licensee will continue to operate under a common law
licence. If the parties wish to record the agreement with the Trade Marks Office after the six-month deadline, they
can enter into a supplemental agreement confirming the terms and conditions of the main agreement and file the
supplemental agreement within six months from the date of the agreement.

Generally, the licensor bears the cost of filing and prosecuting a registered user application. However, this is a matter
of contract between the parties and therefore negotiable.

See: www.ipindia.nic.in.

Copyright licence recordal

The Copyright Act provides for a Register of Copyright in which details of works are entered, such as titles, names and
addresses of authors, and so on. However, it is not mandatory to register copyright in India. Additionally, there is no
requirement to register foreign works in India. The International Copyright Order 1999 passed by the Government
of India in pursuance of India's membership of the Berne Convention and Universal Copyright Convention states
that any work first made or published in a member country of these conventions will be protected in India in the
same way as if it had been first published in India.

When a work is registered in the Register of Copyright, all changes of particulars relating to the copyright must be
entered in the register, including licences and assignments. Entry in the register serves as a prima facie evidence of
validity in enforcement proceedings.

See: http://copyright.gov.in.

Patents and know-how licence recordal

Under section 69(2) of the Patents Act, patent licences must be recorded with the Patent Office. Where an application
for registration of a licence is filed, the Controller must, once satisfied of the evidence submitted, enter a notice of the
licensee's interest in the register, with particulars of the instrument creating it (if any). The Patents Act and related
rules do not provide for a specific timeframe within which recordal must be done or specify which party bears the
associated costs. Recordal should be effected as soon as possible after the licence agreement is concluded. Typically,
the assignment is recorded by the licensee.

In the absence of recordal, the licence will not be admissible before the Controller or any court as evidence of title
to a patent, or to a share or interest in a patent, unless the Controller or the court otherwise directs, for reasons to
be recorded in writing.

On request of the patentee or licensee, the Controller must take steps to ensure that the terms of the licence are not
disclosed to any person except by order of a court.

A patent licence is not valid unless it is in writing, duly executed, and contains all the terms and conditions governing
the rights and obligations of the parties.

http://www.ipindia.nic.in
http://copyright.gov.in
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See: www.ipindia.nic.in.

Industrial design right licence recordal

A design licence can be recorded at the Design Office (section 30, Designs Act). Recordal is mandatory. An
application for licence recordal must be filed within six months from execution of the licence. If the licence is not
recorded, the agreement will not be admissible as evidence in court as proof of copyright or any other interest in a
design, unless the court otherwise directs for reasons to be recorded in writing.

A design licence is not valid unless it is in writing and contains all the terms and conditions governing the rights
and obligations of the parties.

See: www.ipindia.nic.in.

Notices

14. Do any particular rules apply as to how a licensee must mark its licensed products to indicate
the licensor's name and ownership of the relevant IP rights subsisting in it, or is this entirely at the
licensor's discretion (see for example Standard document, Patent and know-how licence: Cross-
border: clause 5.3 and Standard document, Industrial design right licence (short form): Cross-
border: clause 3.3)? State any relevant legislation.

Trade mark notices/marking

If a licensed product does not use marking or notices to indicate ownership of the IP concerned, this is likely to:

• Cause the product to become associated with the licensee in the public mind.

• Be a ground for cancellation of the trade mark on the basis that it has ceased to be distinctive of the trade
mark owner, and therefore that there is an entry wrongly remaining on the register.

The Trade Marks Act does not contain any rules regulating use of the trade mark by a licensee in relation to goods
(including packaging). However, in Gujarat Bottling Company Ltd v Coca Cola Company (AIR 1995 SC 2372), the
Supreme Court of India held that a trade mark licence is valid if the following conditions are satisfied:

• The licensing does not result in confusion or deception among the public.

• The licensing does not destroy the distinctiveness of the trade mark, that is, the trade mark continues to
distinguish the goods in the eyes of the public.

• A connection in the course of trade consistent with the definition of trade mark continues to exist between
the goods and the proprietor of the mark.

http://www.ipindia.nic.in
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Therefore, when a mark is used by a licensee, it is important to identify on the packaging or in any other manner
that the trade mark is being used under a licence, so that it does not result in causing confusion or deception among
the public.

Further, the Trade Marks Act prohibits any trader from using a false trade description on or in relation to the goods
manufactured or sold by a trader. The expression "false trade description" means a trade description that is untrue
and misleading in a material respect as regards the goods or services to which it is applied. This includes any marks
or arrangement applied to the goods or services in such a manner as to be likely to lead persons to believe that the
goods are the manufacture or merchandise of some person other than the person whose merchandise or manufacture
they really are.

Copyright notices/marking

The Copyright Act and the Rules issued under the Act do not provide any guidance on the manner and content of
copyright notices/marking on goods used by a licensee. However, the rules on false trade descriptions (see above)
also apply to copyright notices/marking.

Patents and know-how notices/marking

The Patents Act does not contain any guidance as to how a licensee should mark the goods manufactured using a
licensed product or process (technology). However, in a patent infringement action, the patentee will not be entitled
to recover damages unless the infringed article bears the clear indication of the patent number accompanying the
word "patent" or "patented".

Additionally, any person that falsely represents that any article sold by it is patented in India or is the subject of an
application for a patent in India is liable to a fine of up to INR100,000 (about USD1,300) (section 120, Patents Act).

Industrial design right notices/marking

The proprietor of a registered design must mark an article on which the design is applied with the prescribed mark,
words or figures denoting that the design is registered before selling such article (section 15(1)(b), Designs Act). The
article must be marked with both the:

• Word "REGISTERED" or the abbreviation "REGD.", or "RD".

• Number appearing on the certificate of registration.

These marking requirements do not apply to textile goods in which the design is printed or woven (other than
handkerchiefs) and articles made of charcoal dust that are brittle and are not sold in single pieces.

Any claim for damages or imposition of a penalty for infringement of copyright in the design must be supported
by proof that either:

• Proper steps for marking the article were taken.

• The infringement took place after the alleged infringer knew or had received notice of the existence of the
copyright in the design.
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15. Comment on whether the formats shown below for trade mark and copyright notice respectively,
taken from Standard document, Trade mark licence: Cross-border and Standard document,
Copyright licence: Cross-border, reflect the formats used in your jurisdiction for those notices. If not,
set out below any necessary amendments so that they do.

• Standard document, Trade mark licence: Cross-border: clause 4.2.

Made by [LICENSEE] in [PLACE] under licence from [LICENSOR]. [MARK] is the [registered] trade mark
of [LICENSOR]

No amendments.

• Standard document, Copyright licence: Cross-border: clause 3.4.

© Copyright [LICENSOR] [YEAR] manufactured by [LICENSEE]

No amendments.

16. Explain briefly how a failure by an IP right owner and/or its licensees to use markings or notices to
indicate the licensor's name and ownership of the relevant IP rights impacts upon the owner's rights,
if at all.

See Question 14.

Statutory rights of licensees

17. Do licensees have statutory rights if the licensed IP right is infringed by a third party? State any
relevant legislation. If yes, do these rights vary depending on the level of exclusivity granted to the
licensee and/or the type of IP right being licensed?

Trade marks
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Under the Trade Marks Act, only a registered user has a statutory right to sue for infringement, unless the agreement
provides otherwise. A common law licensee does not have any right to sue for infringement. See also Question 13.

Copyright

Under the Copyright Act, the expression "owner of copyright" includes an exclusive licensee for the purpose of
civil remedies. The Copyright Act specifically confers on an exclusive licensee the right to sue for infringement of
copyright, provided that the copyright owner is made a defendant.

Patents

See Question 2.

18. Can any of these rights be expressly excluded, varied or supplemented by the terms of the licence?
If yes, is this usual in your jurisdiction?

Under the Trade Marks Act, the statutory right of a registered user to sue for infringement is subject to any agreement
between the parties.

Under the Copyright Act, an exclusive licensee has an independent statutory right to sue for infringement. This right
can be excluded or varied by agreement between the parties.

The statutory rights of an exclusive licensee or compulsory licence holder under the Patents Act cannot be varied
by the terms of the licence.

Licensee indemnity

19. Is it usual for a licensor to seek an indemnity from a licensee in a licence of IP rights in your
jurisdiction?

It is usual for a licensor to seek an indemnity from a licensee in India.
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20. Set out any amendments necessary to the standard documents below to reflect standard practice
in your jurisdiction, in relation to indemnities:

• Standard document, Trade mark licence: Cross-border: clause 10.2.

• Standard document, Copyright licence: Cross-border: clause 9.2.

• Standard document, Patents and know-how licence: Cross-border: clause 12.2.

• Standard document, Industrial design right licence (short form): Cross-border: clause 5.2.

A party is entitled to compensation for any loss or damage that naturally arises from the breach in the usual course
of things or which the parties knew, when they made the contract, was likely to result from the breach (section 73,
Contract Act 1872). However, compensation is not available for remote or indirect loss or damage.

No amendments are necessary to the standard documents, subject to non-recovery of remote or indirect loss or
damage.

21. Does a licensor have a general obligation at law to mitigate any loss that it may suffer or incur due
to an event that would give rise to a claim under an indemnity? State any relevant legislation.

The innocent party has an obligation to mitigate loss suffered as a result of a breach of contract. In estimating the
loss or damage arising from a breach of contract, the court must take into account the means that existed to remedy
the inconvenience caused by the non-performance of the contract.

Product liability

22.Could the presence of a licensor's name or trade mark on a product manufactured by the licensee
put the licensor at risk of a product liability claim against it if the product becomes defective, even
though the licensor has no contractual relationship with the end user of the product?

A consumer can bring a claim for product liability against both the licensee and licensor. The licensee and licensor
can be held jointly liable. However, the licensor can raise a defence that it did not play an active role in the supervision
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and control of the licensee's activities, so that any injuries suffered by a customer or the defect cannot be attributed
to the licensor.

In India, product liability is governed by the Consumer Protection Act 2019. Under the Act, a complainant can
bring a product liability action against a product manufacturer (see below) or a product service provider (that is, a
person who provides any service in respect of such product) or a product seller (that is, a person who, in the course
of business, imports, sells, distributes, leases, installs, prepares, packages, labels, markets, repairs, maintains, or
otherwise is involved in placing a product for commercial purpose). "Product liability" means the responsibility of a
product manufacturer or product seller, of any product or service, to compensate for any harm caused to a consumer
by the defective product manufactured or sold or by deficiency in services relating thereto.

Under the Act a product manufacturer includes a person who:

• Makes a product (or parts thereof), or assembles parts of the product made by others.

• Puts their own mark on any products made by another person.

• Makes a product and sells, distributes, leases, installs, prepares, packages, labels, markets, repairs,
maintains the product or is otherwise involved in placing the product for commercial purpose.

• Designs, produces, fabricates, constructs or re-manufactures any product before its sale.

While it does not specifically apply to IP licences, the Sale of Goods Act 1930 (Sale of Goods Act) provides for implied
warranties in sale of goods transactions (see Question 26). These implied warranties also apply to IP licences as they
form part of the public policy requirements of contract law. The Sale of Goods Act distinguishes between a condition
and a warranty. A term of a contract of sale that is essential for the main purpose of the contract is a condition. A
breach of condition gives rise to a right to treat the contract as repudiated. A warranty is a term collateral to the
main purpose of the contract, the breach of which gives rise to a claim for damages but not to a right to reject the
goods and treat the contract as repudiated. Whether a term of a contract is a condition or warranty depends of the
construction of the contract. A term can be a condition even if it is called a warranty in the contract.

23. Comment on whether there is anything that a licensor can do (including whether any amendments
should be made to any of the four cross-border IP licences referred to in this questionnaire), to lessen
the risk of such a claim being made against it in your jurisdiction.

It is common for the parties to negotiate the risk of a product liability claim being made against the licensor. The
clauses covering "Liability, indemnity and insurance" of the four cross-border IP licences broadly reflect the options
available to a licensor and licensee to limit the effects of product liability claims. However, the liability of a product
manufacturer under the Consumer Protection Act 1986 and Sale of Goods Act (see Question 22) cannot be limited
by contract.

Insurance
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24.Is it usual for a licensor of IP rights to require a licensee to take out insurance in an amount adequate
to cover its liabilities under the licence? If yes, comment on whether the clauses below reflect standard
practice in your jurisdiction and, if not, set out below any necessary amendments so that they do:

• Standard document, Trade mark licence: Cross-border: clause 10.6.

• Standard document, Copyright licence: Cross-border: clause 9.5.

• Standard document, Patents and know-how licence: Cross-border: clause 12.5.

• Standard document, Industrial design right licence (short form): Cross-border: clause 5.4.

It is usual for a licensor of IP rights to require a licensee to take out insurance in an amount adequate to cover its
liabilities under the licence.

No amendments are necessary to the standard documents.

Warranties

25. Is it usual for a licensor to give certain express warranties to a licensee in an IP licence? If yes,
briefly describe what those express warranties are, and which types of IP licences they apply to (if
not all).

It is usual for a licensor to give certain warranties regarding the IP right being licensed, including the following:

• A warranty that the licensor owns the title to the licensed right.

• A warranty that the IP right is valid and does not infringe any third-party rights.
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26. Is it usual for certain warranties to be implied into the terms of an IP licence in your jurisdiction?
If yes, briefly describe what those implied warranties are, which types of IP licences they apply to (if
not all), and state any relevant legislation.

The Sale of Goods Act implies the following warranties and conditions in a sale of goods contract, which also apply
to IP licences as mandatory rules of contract law (see Question 22):

• An implied condition that the seller has a right to sell the goods or, in the case of an agreement to sell, will
have the right to sell the goods at the time when title is to pass. In an IP licence, this means that the licensor
warrants that it has clear title to the licensed IP and an unhindered right to deal with it absolutely.

• An implied warranty that the buyer will enjoy quiet possession of the goods. In an IP licence, this means that
the licensor warrants that, to its knowledge, there are no pending proceedings regarding the licensed IP.

• An implied warranty that the goods are free from any charge or incumbrance in favour of any third party not
declared or known to the buyer before or at the time when the contract is made. In an IP licence, this means
that the licensor warrants that it has not created any interest in favour of third parties over the IP (such as a
licence, security or any other lien) without disclosing it at the time of the licence.

27. Is it possible for a licensor to exclude the application of those implied warranties, for example
as shown in Standard document, Trade mark licence: Cross-border: clause 9.4 and Standard
document, Patent and know-how licence: Cross-border: clause 3.4, clause 4.2 and clause 11.5 ?

A licensor can exclude the application of implied warranties.

Sub-licensing

28. Does the right to grant sub-licences of an IP right have to be expressly granted to a licensee in
order to take effect, or are there certain circumstances in which it might be implied?

Under the Trade Marks Act, the expression "permitted use" is defined as use under a licence granted by the owner
of a registered trade mark in favour of either a common law licensee or a registered user. Permitted use must be
granted by way of a written agreement between the parties. Therefore, the right to grant sub-licences of a trade mark
must be expressly granted to the licensee in the agreement to take effect.
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Under the Copyright Act, an "exclusive licence" is defined as a licence that confers on the licensee, or on the licensee
and persons authorised by the licensee, to the exclusion of all other persons (including the owner of the copyright)
any right comprised in the copyright in a work. This definition appears to confer on an exclusive licensee the right
to grant sub-licences of the licensed work. However, as the exclusive acts vested in a copyright owner under the
Copyright Act must be expressly licensed, the right to grant sub-licences would need to be clearly stated in the licence.

Under the Patents Act, an "exclusive licence" is defined as a licence that confers on the licensee, or on the licensee
and persons authorised by the licensee, to the exclusion of all other persons (including the patentee), any right in
respect of the patented invention. As for copyright, this definition appears to confer on an exclusive licensee the
right to grant sub-licences in respect of the patented process or product. However, as the exclusive rights vested in
a patentee must be expressly licensed, the right to grant sub-licences would need to be clearly stated in the licence.

29. Does a sub-licence have to comply with any particular formalities to be valid and enforceable? If
yes, describe briefly what these are.

If the sub-licence is concluded in the context of an exclusive copyright or patent licence, the sub-licence must:

• Be signed by the licensor.

• Identify the work or patent being licensed.

• Indicate the duration and territorial scope of the sub-licence.

• Indicate the amount of royalty or any other consideration payable to the sub-licensor or their legal heirs.

Sub-contracting

30. Does the right to grant sub-contracts for the manufacture of a product bearing or consisting
of a licensed IP right have to be expressly granted to a licensee to take effect, or are there certain
circumstances in which it might be implied?

The right to grant sub-contracts for the manufacture of a product bearing or consisting of a licensed IP right must
be expressly granted to a licensee. As sub-contractors are essentially acting as agents on behalf of the licensee, their
rights are subsumed into the licensee's rights and will therefore not be treated as a sub-licence. Sub-contractors
must be subject to the same terms and conditions as the licensee in the manufacturing of the licensed goods. While
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these terms must be explicitly mentioned in the case of a licensed patent or design, they may be implied in the case
of a trade mark.

31. Does a sub-contract have to comply with any particular formalities to be valid and enforceable? If
yes, describe briefly what these are.

As sub-contractors cannot claim independent rights, except as agents of the licensee, the rights granted in their
favour must be included in a written contract (see Question 30).

Termination

32. Comment on whether the clauses below reflect the grounds upon which a licensor is usually
entitled to terminate an IP licence in your jurisdiction, and if not, set out below any necessary
amendments so that they do:

• Standard document, Trade mark licence: Cross-border: clause 13.3.

• Standard document, Copyright licence: Cross-border: clause 12.2.

• Standard document, Patents and know-how licence: Cross-border: clause 17.3.

• Standard document, Industrial design right licence: Cross-border: clause 8.2.

No amendments are necessary to the above clauses.

Challenge to validity

33. Would a clause prohibiting the licensee from challenging the validity of a registered IP right breach
competition law in your jurisdiction? If yes, comment on whether a permitted alternative is for the
licensor to have the right to terminate if the licensee challenges the validity of its registered IP right
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(see Standard document, Trade mark licence: Cross-border: clause 13.3(g) and Standard document,
Patent and know-how licence: Cross-border: clause 17.3(h)), or propose other appropriate wording.

As the Competition Act does not contain a list of anti-competitive agreements, a clause prohibiting the licensee from
challenging the validity of a registered IP right will not automatically breach the provisions of the Competition Act.
However, the Patents Act provides that a prohibition on the licensee to challenge the validity of a patent is void.

It is common for a licensor to have the right to terminate the licence if the licensee challenges the validity of a
registered IP (other than a patent). However, it is debatable whether a licensee's non-challenge obligation can be
enforced in court. This is because section 28 of the Contract Act 1872 provides that an agreement excluding the right
of a party to bring legal proceedings is void.

Insolvency or bankruptcy of licensor

34. If a licensor becomes insolvent or, if an individual, bankrupt during the term of an IP licence, how
would that affect the continuation of the licence, if at all?

The licensor's insolvency will not be a ground for termination unless the license agreement provides otherwise. The
licence will remain valid and the insolvency resolution professional or liquidator will have the power to carry on the
licensor's business with a view to discharge its debts.

35. Are there any additional provisions that could be included in the following standard documents to
better protect a licensee in the event of a licensor insolvency or bankruptcy?

• Standard document, Trade mark licence: Cross-border.

• Standard document, Copyright licence: Cross-border.

• Standard document, Patent and know-how licence: Cross-border.

• Standard document, Industrial design right licence (short form): Cross-border.

The protection of a licensee's business interest in the event a licensor becomes bankrupt is a matter of contract. The
parties can agree on a number of pre-bankruptcy/insolvency events that trigger the creation of a beneficial interest

http://uk.practicallaw.thomsonreuters.com/w-014-6881?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a900105
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a597275
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a597275
http://uk.practicallaw.thomsonreuters.com/w-014-6881?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://uk.practicallaw.thomsonreuters.com/w-014-6857?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://uk.practicallaw.thomsonreuters.com/w-014-6854?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)


Intellectual property right licences Q&A: India, Practical Law Country Q&A w-018-0920

© 2021 Thomson Reuters. All rights reserved. 21

in favour of the licensee to take over and continue enjoying the licensed IP rights. An option for the licensee to buy
the licensed IP rights under an irrevocable power of attorney can be included in the licence.

36. Are there any particular aspects of insolvency or bankruptcy law and practice that the parties would
need to be mindful of when including any such additional provisions?

Under the Indian Insolvency Code, an insolvency professional can apply to the adjudicating authority during the
insolvency process to set aside certain transactions at an undervalue and transactions that have been entered into
to defraud creditors (that is, to keep assets out of reach of persons who are entitled to claim them). Therefore,
the price at which the licensee buys the IP rights on certain pre-bankruptcy/insolvency events should be set on an
arm's length basis and the contract of sale should not be entered into deliberately to keep assets out of reach of
creditors. Additionally, the liquidator can apply to the adjudicating authority to set aside contracts that are onerous
or unprofitable.

Formalities for licensing

37. Does an IP licence have to comply with any formalities to be valid and enforceable in your
jurisdiction (including in relation to format, language and execution)? If yes, describe briefly what
these are for each type of IP right.

See Question 13 and Question 29.

Compliance with local law and practice

38. Are any of the terms in the standard documents below invalid, unenforceable or contrary to
standard practice in your jurisdiction? If yes, set out below any necessary amendments to make those
terms are valid, enforceable and reflective of standard practice.

• Standard document, Trade mark licence: Cross-border.

• Standard document, Copyright licence: Cross-border.

• Standard document, Patents and know-how licence: Cross-border.
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• Standard document, Industrial design right licence: Cross-border.

No amendments are necessary to the standard documents.

Competition law

39. What competition law considerations must be taken into account by parties entering into an IP
licence in your jurisdiction? State the relevant legislation.

The Competition Act aims to prevent practices that have an AAEC (see Question 4). The Act was enacted to promote
and sustain competition, protect consumer interests, and ensure freedom of trade in the Indian market(s). The
Competition Act focuses on three main areas:

• The prohibition of anti-competitive agreements (section 3).

• The prohibition of abuse of a dominant position by an enterprise or a group (section 4).

• The regulation of combinations (mergers) (sections 5 and 6).

The CCI can examine an IP agreement or the conduct of an IP right holder or licensee under sections 3 and 4 of
the Competition Act.

Anti-competitive agreements

Section 3 of the Competition Act deals with two types of potentially anti-competitive agreements:

• Agreements between competitors (horizontal agreements or cartels).

• Agreements between enterprises or persons at different stages or levels of the production chain (vertical
agreements).

Section 3(3) of the Competition Act identifies four types of horizontal/cartel agreements that are presumed to have
an AAEC in India:

• Price-fixing agreements, that is, agreements between competitors that directly or indirectly have the effect of
fixing or determining purchase or sale prices.

• Agreements between competitors that seek to limit or control production, supply or markets.
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• Market-sharing agreements between competitors regardless of the form they take. This includes market-
sharing through the allocation of products, territories or sources of production.

• Bid-rigging agreements, that is, agreements between competitors that have the effect of eliminating or
reducing competition in bidding processes or adversely affecting or manipulating bidding processes.

Section 3(4) of the Competition Act contains a non-exhaustive list of vertical agreements, including tie-in
arrangements, exclusive supply agreements, exclusive distribution agreements, refusal to deal, and resale price
maintenance. A vertical agreement only contravenes section 3(1) if it causes or is likely to cause an AAEC in India. To
assess the AAEC in India, section 19(3) of the Competition Act lists factors that the CCI must take into consideration,
which include:

• Creation of barriers to new entrants in the market.

• Driving existing competitors out of the market.

• Foreclosure of competition by hindering entry into the market.

• Accrual of benefits to consumers.

• Improvements in production or distribution of goods or provision of services.

• Promotion of technical, scientific and economic development by means of production or distribution of
goods or provision of services.

Section 3 does not restrict the right of any person to impose reasonable conditions for protecting its right under the
following Indian IP statutes:

• Copyright Act.

• Patents Act.

• Trade and Merchandise Marks Act 1958 and Trade Marks Act.

• Geographical Indications of Goods (Registration and Protection) Act 1999.

• Designs Act.

• Semi-conductor Integrated Circuits Layout-Design Act 2000.

(Section 3(5), Competition Act.)

Abuse of a dominant position

"Dominant position" is defined as a position of strength enjoyed by an enterprise in the relevant market in India,
which enables it to either:

• Operate independently of competitive forces prevailing in the relevant market.

• Affect its competitors, consumers, or the relevant market in its favour.

(Section 4, Competition Act.)
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Generally, a market share of 50% or more gives rise to a rebuttable presumption of dominance, although an
enterprise with a lower market share can also be held to be dominant. The following practices, if found to be adopted
by a dominant enterprise or group, will lead to an inference of abuse of dominant position:

• Imposing unfair or discriminatory pricing conditions.

• Limiting or restricting the production of goods or services.

• Limiting or restricting technical or scientific development.

• Denying market access.

• Making the conclusion of contracts subject to acceptance of supplementary obligations which, by their
nature or according to commercial usage, have no connection with the subject of such contracts.

• Using its dominant position in one relevant market to enter into or protect other relevant markets.

(Section 4(2), Competition Act.)

40. Do these considerations vary depending upon the level of exclusivity granted to the licensee and/
or the type of IP right being licensed? If yes, please describe briefly how they vary.

Exclusive agreements can be examined under sections 3 and 4 of the Competition Act (see Question 39). Typically,
the CCI will look at the:

• Market share of the parties.

• Duration of exclusivity period.

• Level of competition in the upstream and downstream markets.

41. Could any clauses in the standard documents below create any particular competition law concerns
in your jurisdiction? If yes, set out below any necessary amendments for those clauses to comply with
your national competition law.

• Standard document, Trade mark licence: Cross-border.

• Standard document, Copyright licence: Cross-border.

• Standard document, Patents and know-how licence: Cross-border.
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• Standard document, Industrial design right licence: Cross-border.

The CCI has not decided any cases relating to IP licensing. Therefore, it is not possible to suggest any amendments
to the standard documents.

The parties must keep the general principles of competition law in mind when drafting IP licences (see Question 39).

Brexit

42. Are any amendments required to the standard documents below to reflect the fact that the UK left
the EU on 31 January 2020, and a transition period ended on 31 December 2020?

• If yes, set the amendments out below and, if necessary, briefly explain them.

• If amendments are required but will depend upon the terms agreed between the UK and the
EU in the trade and co-operation agreement governing their future relationship, set out the
amendments for each scenario below.

• If no amendments are necessary, insert "no amendments".

No amendments are necessary to the following standard documents:

• Standard document, Trade mark licence: Cross-border.

• Standard document, Copyright licence: Cross-border.

• Standard document, Patents and know-how licence: Cross-border.

• Standard document, Industrial design right licence: Cross-border.

 

Specific aspects of trade mark licences

Non-use of a registered trade mark

http://uk.practicallaw.thomsonreuters.com/w-014-6854?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://uk.practicallaw.thomsonreuters.com/w-014-6881?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://uk.practicallaw.thomsonreuters.com/w-014-6857?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://uk.practicallaw.thomsonreuters.com/w-014-6854?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)
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43. If a registered trade mark is not used by its owner or licensee in your jurisdiction, can it be
challenged by third parties and/or removed from the register? If yes, briefly explain and state the
relevant legislation. What is the period of time within which a registered trade mark must be used in
your jurisdiction before it can be challenged?

Under the Trade Marks Act, a registered trade mark can be removed from the register on application by any aggrieved
person on any of the following grounds:

• The registered trade mark was entered on the register without any bona fide intention to use it, and there
has been no bona fide use of the trade mark by the registered proprietor or any permitted user up to three
months before the date of the application for removal.

• Up to three months before the date of the application for removal, there has been no bona fide use of the
trade mark for a continuous period of five years in relation to the relevant goods or services.

44. Can a licensor compel a licensee to use its trade mark, under the terms of a licence?

A licensor can generally compel a licensee to use its trade mark to avoid cancellation for non-use. A licensor can
compel a licensee to use its trade mark only in association with the licensed goods and prohibit the licensee from
using any trade mark owned by it in association or conjunction with the licensor's trade mark.

Goodwill

45. Does goodwill derived from use by a licensee of a licensed trade mark automatically accrue to the
licensor, or must this be expressly stated in the terms of the licence (see Standard document, Trade
mark licence: Cross-border: clause 4.3)?

The Trade Marks Act provides that the registered user of a trade mark can use the mark for any purpose under the
Act or any other law. Goodwill derived from use by a licensee will automatically accrue to the licensor provided that
the licence is validly performed.

http://uk.practicallaw.thomsonreuters.com/w-014-6881?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a747847
http://uk.practicallaw.thomsonreuters.com/w-014-6881?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a747847
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46. Is it common for licensors to request confirmatory assignments of goodwill from licensees in your
jurisdiction?

This is not common.
 

Specific aspects of patent and know-how licences

Know-how

47. Does information have to meet certain criteria in order to be considered "know-how" in your
jurisdiction? If yes, describe that criteria and state any relevant legislation.

There is no legislative definition of "know-how" in India. However, in Indian Farmers Fertilizer v Commissioner
of Central Excise, 2006, the Customs, Excise and Gold Tribunal has held that "know-how" is a parcel of closely
held information relating to industrial technology, sometimes referred to as a trade secret, which enables its user to
derive a commercial benefit from it. In the context of intellectual property, the Tribunal held that "know-how" means
proprietary practical, non-patented knowledge derived from the owner's experience and tests, which is secret (that
is, not generally known or easily accessible), substantial, and identified. The Tribunal further noted that a licensee
may need to have access to the licensor's "know-how" to exploit the licensed technology. The licensee may also wish
to have the licensor's personnel available, work with its own employees, or have its employees trained by the licensor.

Field of use

48. Are there any field of use restrictions that would give rise to competition law concerns in your
jurisdiction (see Standard document, Patent and know-how licence: Cross-border: clause 2 and
Drafting note: Field of use)? If yes, explain what those restrictions are, and state any relevant
legislation.

The CCI has not yet decided any case relating to IP licensing and field of use restrictions. Generally, restrictions
that are within the scope of the licensed rights will not be considered anti-competitive by the CCI. However, the
general principles relating to restrictive conditions under section 140 of the Patents Act will apply to restrictions
that go beyond the scope of the licensed rights. Section 140 of the Patents Act prohibits clauses in patent contracts
and licences that prohibit or restrict the buyer or licensee from using any product or process other than the acquired

http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a651984
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a548042
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or licensed patented product or process. It also prohibits exclusive grant-back clauses, coercive package licensing,
and clauses that prevent the licensee from challenging the validity of the patent.

Under section 84(7) of the Patents Act, restrictions that lead to reasonable requirements of the public not being met
are considered a basis for the grant of a compulsory licence.

Limitation of liability arising from technical assistance

49. Comment on whether the limitation on the licensor's liability at Standard document, Patent and
know-how licence: Cross-border: clause 4.1(d) is valid and enforceable, and reflects standard practice
in your jurisdiction. If not, set out below any necessary amendments to make it so.

The limitation on the licensor's liability at Standard document, Patent and know-how licence: Cross-border: clause
4.1(d) is enforceable in India.

Marketing

50. Do the obligations set out in Standard document, Patent and know-how licence: Cross-border:
clause 6 reflect obligations typically placed on a patent licensee in relation to marketing? If your
answer depends on the exclusivity granted to the licensee by the licence, briefly explain.

These obligations reflect obligations typically placed on a patent licensee in relation to marketing.

Improvements

51. Is it common for parties to a patent licence to be obliged to disclose and grant licences to one
another of improvements in the licensed technology (see Standard document, Patent and know-how
licence: Cross-border: clause 7.1)? If yes, do any particular competition law issues arise from including
such an obligation? Explain what these are and state any related legislation.

http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a747384
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a747384
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a747384
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a747384
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a144517
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a144517
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a112265
http://uk.practicallaw.thomsonreuters.com/w-014-6811?originationContext=document&vr=3.0&rs=PLUK1.0&transitionType=DocumentItem&contextData=(sc.Default)#co_anchor_a112265
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Any person who has the right to work a patented invention, either as a patentee or licensee (exclusive or otherwise),
can apply to the Controller for the grant of a compulsory licence on the ground that it is prevented or hindered,
without such a licence, from working the invention efficiently or to the best advantage possible (section 90, Patents
Act).

Any obligation to disclose and grant licences of improvements in the licensed technology are governed by the terms
of the agreement. The inclusion of such an obligation in a patent licence depends on the parties' bargaining position
and nature of agreement. Generally, it is advisable for licensees to explicitly seek disclosure and licences of all
improvements once the original patent has been licensed. The CCI has not decided any case relating to IP licensing
and improvements of licensed technology. Generally, the CCI will view such an obligation as anti-competitive if it
has an AAEC in India.

52. Comment on whether any amendments need to be made to Standard document, Patent and know-
how licence: Cross-border: clause 7.1 due to these competition law issues.

No amendments required.

53. Comment on whether the market position of the licensor in the particular technology market, and/
or the amount of consideration the licensee receives in exchange for its improvements impact on the
extent to which these competition law issues apply.

Under sections 3(4) and 4 of the Competition Act (see Question 39), the CCI typically looks at the market power
of the licensor. In the absence of market power, it is unlikely that the CCI will hold a licensor to have infringed the
Competition Act. The CCI also looks at the level of competition in the affected market.
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